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DETAILED ACTION 
Status of Claims 

1. Claims 1-20 are cancelled. Claims 21-40 are newly added. Claims 21-40 are 
pending in this application per the response to office action filed on January 24, 2007. 

Response to Arguments 

2. Applicant's arguments with respect to claims 21-40 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 22, 29 and 36 , are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. Specifically if the vendor includes the number 

of digital objects without an associated warning status previously submitted by the 

vendor, how can the warning or alert status be updated and even exceed number of 

digital status without associated warning status. This claim limitation is unclear and 

ambiguous. 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 21-40 , are rejected under 35 U.S.C. 102(e) as being anticipated by Rabin 
et al U.S. Patent No. 7,073,197. 

As per claims 21, 28 and 35 , Rabin et al discloses a method of transacting a 
digital object in which a vendor offers for sale or trade the digital object to a purchaser, 
the method comprising the steps of: 

receiving a digital object from a vendor (see figs. 1, 2 and 3; col. 3, line 60-col. 4, 
line 10; ...user receives and install instance of software...); 

testing the digital object for the presence of an authorization code (fig. 15; col. 3, 
line 60-col. 4, line 10; ...supervisory program verifies authenticity...; col. 5, lines 1-20; 
determines whether instance was a pirated copy...); 

associating a warning status with the digital object on detecting the presence of 
an authorization code in the digital object (figs. 5, 6; col. 7, lines 35-50; col. 8, lines 5-20 
...punitive action...); 

checking a database of vendor details maintained in computer memory, the 
database having an entry representing the vendor, the entry including the number of 
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digital objects having an associated warning status previously submitted by the vendor 
and alert status associated with the vendor (fig. 1 1 ; col. 12, lines 40-50 ...vendor 
submits copy of infringing software...); 

associating an alert status with the digital object on detecting an entry in the 
database of vendor details representing an alert status associated with the vendor (col. 
12, lines 40-50; ...computes a collection of fingerprints...); 

adding one or more authorization codes to the digital object (fig. 8; ...determine 
continuation status...; col. 12, lines 40-50; ...computes a collection of fingerprints...); 

updating the entry in the database of vendor details representing the vendor with 
the warning and/or alert status associated with the digital object (col. 1 1 , lines 40-55; 
updating tag information ...based on outcome of the call up procedure...); and 

updating the alert status associated with the vendor based at least partly on the 
number of digital objects having an associated warning status previously submitted by 
the vendor (fig. 11; col. 12, lines 40-50 ...vendor submits copy of infringing software...; 
col. 11, lines 40-55; updating tag information ...based on outcome of the call up 
procedure...; col. 19, lines 30-45; ...updates the tagged software database...). 

As per claim 22, 29, and 36 , Rabin et al disclose the method of transacting a 
digital object, where the entry representing the vendor includes the number of digital 
objects without an associated warning status previously submitted by the vendor, the 
method further comprising the step of updating the alert status associated with the 
vendor if the number of digital objects having an associated warning status exceeds the 



Application/Control Number: 10/668,237 Page 5 

Art Unit: 3621 

number of digital objects without an associated warning status (figs. 4, 6, 9 and 11; col. 
12, lines 15-30 ...number of untagged compared with tagged...) 

As per claims 23, 30 and 37 , Rabin et al further discloses a method of 
transacting a digital object further comprising the steps of: 

receiving a vendor identifier representing the vendor from which the digital object 
is received (col. 16, lines 55-67; ...incorporating vendor identifier...); and 

adding the vendor identifier to the digital object (col. 16, lines 55-67; 
...incorporating vendor identifier...; col. 36, lines 25-40; ...software vendor identifier can 
serve as software name...). 

As per claims 24, 31 and 38 , Rabin further discloses a method of transacting a 
digital object further comprising the steps of: 

extracting the vendor identifier from the digital object (col. 36, lines 25-40); 

comparing the extracted vendor identifier with the vendor identifier received from 
the vendor (col. 16, lines 55-67; compare identifier...); and 

checking the digital object for an associated warning status (col. 16, lines 55-67; 
...if match normal use is allowed...). 

As per claims 25, 32, and 39 , Rabin et al further discloses the method of 
transacting a digital object further comprising the step of removing the warning status if 
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the extracted vendor identifier matches the vendor identifier received from the vendor 
(col. 16, lines 55-67; compare identifier...). 

As per claims 26, 33, and 40 , Rabin et al further discloses a method of 
transacting a digital object further comprising the step of: 

associating a warning status with the digital object if the extracted vendor 
identifier does not match the vendor identifier received from the vendor (col. 16, lines 

55-67; compare identifier... invoke punitive action if no match...). 

v. 

As per claims 27, Rabin et al further discloses a method of transacting a digital 
object further comprising the steps of: 

checking the database of vendor details maintained in computer memory (col. 
52, line 60-col. 53, line 5; compares tag table information with tag database ); and 

updating the entry in the database of vendor details representing the vendor with 
an alert status if the number of warning status indicators associated with the vendor 
exceeds a predefined threshold (col. 19, lines 30-45; ...updates the tagged software 
database...). 



As per claim 34 , Rabin et al further disclose a method of transaction a digital 
object further comprising the steps of: 
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associating an alert status with the digital object on detecting an entry in the 
database of vendor details representing an alert status associated with the vendor (fig. 
6; col. 54, lines 50-65... updates usage status and action time...); and 

updating the entry in the database of vendor details representing the vendor with 
the alert status associated with the digital object (col. 19, lines 30-45; ...updates the 
tagged software database...) 



Conclusion 

» 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art ad are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested that the applicant, in preparing the 
responses, fully consider the references in entirety as potentially teaching all or part of 
the claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles C.L Agwumezie whose number is (571) 272- 
6838. The examiner can normally be reached on Monday - Friday 8:00 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272 - 6779. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto:gov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
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Center (EBC) at 866-217-9197 (toll free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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